United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



I0/5I0.W9 



IO/OX/200-4 



Paul Gerard Duckshiiry 



20306 7590 07/22/2008 

MCDONNELL BOEHNEN HULBERT & BERGHOFF LLP 
300 S.WACKER DRIVE 
32ND FLOOR 
CHICAGO, IL 60606 



SETH, MANAV 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/510,649 


Applicant(s) 

DUCKSBURG ET AL. 


Examiner 

MANAV SETH 


Art Unit 

2624 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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Disposition of Claims 

4) ^ Claim(s) 1-31 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) ^ Claim(s) 1-10 and 31 is/are allowed. 
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DETAILED ACTION 

Response to Amendment 

1. The amendment received on March 14, 2008 has been entered in full. 

2. Applicant's arguments with respect to rejected claims as presented in the amendment filed 
have been fully considered and are persuasive; therefore prior art rejections on the respective claims 
have been withdrawn. However, claims 11-30 are subject to new ground(s) of rejection(s) as shown 
below. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any 
new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of 
this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005 
<http:/ / www.uspto.gov/ web/offices/ com/ sol/ og/ 2005/week47/ og200547.htm>), Annex 
IV, reads as follows: 

In contrast, a claimed computer-readable medium encoded with a computer program is a 
computer element which defines structural and functional interrelationships between the 
computer program and the rest of the computer which permit the computer program's 
functionality to be realized, and is thus statutory. See Lowry, 32 F.3d at 1583-84, 32 USPQ2d 
at 1035. 
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Claims that recite nothing but the physical characteristics of a form of energy, such as a 
frequency, voltage, or the strength of a magnetic field, define energy or magnetism, per se, 
and as such are nonstatutory natural phenomena. O'Reilly, 56 U.S. (15 How.) at 112-14. 
Moreover, it does not appear that a claim reciting a signal encoded with functional 
descriptive material falls within any of the categories of patentable subject matter set forth in 
Sec. 101. 

... a signal does not fall within one of the four statutory classes of Sec. 101. 

. . . signal claims are ineligible for patent protection because they do not fall within any of the 

four statutory classes of Sec. 101. 

4. Claims 11-20 are rejected under 35 U.S.C. 101 because: 

Claims 11-20 are drawn towards a computer-readable medium having a computer program 
embodied thereon. Such computer executable programs are functional descriptive material that can 
constitute statutory products when properly claimed in combination with a computer readable 
storage device that allows the functionality of the program to he realized. I lowever, while the claim 
defines the program in combination with a "computer readable medium," the claim language is not 
limited to the use of tangible storage media in combination with the program. Specifically, the 
disclosure defines the computer usable/readable medium as including storage media such as floppy 
disk, a memory, optical disc and a electrical signal (lines 16-18 on page 17 of the specification). 
While the floppy disk, a memory and optical disc (statutory media) are physical storage devices, but 
the electrical signal is a signal which is intangible energy, and therefore is not considered to be a 
statutory product. While the claim does read on at least some statutory embodiments (such as the 
floppy disk, a memory, optical disc), it also encompasses the combination of the program with the 
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electrical signal, which is not a statutory product. Since the claimed invention encompasses non- 
statutory embodiments, the claim is directed towards non-statutory subject matter. 

Claims 11-20 as a whole define a electrical signal, and "[a] transitory, propagating signal ...is 
not a "process, machine, manufacture, or composition of matter." Those four categories define the 
explicit scope and reach of scope and reach of subject matter patentable under 35 U.S.C § 101; thus, 
such a signal cannot be patentable subject matter." (In re Petrus A.C.M. ~Nuti/en; fed Or, 2006-1371, 
9/20/2007). 

Because the full scope of the claim as properly read in light of the disclosure encompasses 
non-statutory subject matter, the claim as a whole is non-statutory. The examiner suggests amending 
the claim to include the disclosed tangible computer readable media such as "computer readable 
storage medium", while at the same time excluding the intangible media such as signals, carrier waves, 
etc. Any amendment to the claim should be commensurate with its corresponding disclosure. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first and second paragraphs of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making and 
using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make -and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

6. Claims 21-30 are rejected under 35 U.S.C. 112 first and second paragraphs as attempting to 
define a product (i.e., a machine or apparatus) entirely by virtue of its function, in the absence of any 
recited structure. 
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Products must distinguish over the prior art in terms of their structure (or structure + 
structure's function when claimed functionally) rather than function alone (MPEP 2114). Therefore, 
an "apparatus" not having structural limitations fails to "particularly point out and distinctly claim 
..." the invention in accordance with 35 U.S.C. 112, 2 nd paragraph. 

Furthermore, while the specification disclosure may be enabling for a plurality of structural 
elements performing the claimed functions [1], the specification does not reasonably provide 
enablement for a single structural element (or no structural elements) performing all of the claimed 
functions. That is, given the claim in question, the specification does not enable any person skilled 
in the art to which it pertains, or with which it is most nearly connected, to make the invention 
commensurate in scope with these claims ("A single means claim, i.e., where a means recitation does 
not appear in combination with another recited element of means, is subject to an undue breadth 
rejection under 35 U.S.C. 112, first paragraph" because a single means claim covers "every 
conceivable means for achieving the stated purpose" and "the specification disclosed at most only 
those means known to the inventor" - MPEP, at paragraph 2164.08(a)). 

Applicant is advised to define the system/ apparatus by virtue of the individual structural 
element that serve to perform the individual functions recited in the corresponding method claim. 

[1] Even when an apparatus/system is disclosed as being computer implemented (e.g., 
software implemented on hardware), the requirement remains that there be some structure recited in 
the body of the claim (e.g., a processor and a memory storing a program which when implemented 
performs the method steps). For purposes of "means plus function" language, individual disclosed 
steps corresponding to computer program elements operating on a processor (e.g., inputting, 
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filtering, detecting and resolving) may be considered as separate means (Dossel, 115 F.3d at 946-47, 
42USPQ2d at 1885). 



Allowable Subject Matter 

Reasons of Allowance: 

7. Claims 1-10 and 31 are allowed. 

The following is an examiner's statement of reasons of allowance: 

The reasons of allowance for claims 1 and 31 should be evident from the applicant's 
arguments as filed in the amendment filed on 03/14/2008. The closest prior art as cited does not 
teach "transforming the importance-distinguished areas to correspond to location and number of 
scales of the wavelet transformation and establishing a wavelet coefficient threshold and forming a 
reduced wavelet image by discarding wavelet coefficients which both correspond to image areas of 
relatively lower importance and are below the said threshold" as recited in claims 1 and 31. 
Therefore claims 1 and 31 are allowed. All other claims depending on claims 1 and 31 are allowable 
at least by dependency on claims 1 and 31. 

Claims 11-30 would be allowable for the same reasons as applied to claims 1-10 and 31, after 
all the 35 USC 101 and 112 rejection issues were resolved on these respective claims. 

Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue fee. 
Such submissions should be clearly labeled "Comments on Statement of Reasons for Allowance." 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Manav Seth whose telephone number is (571) 272-7456. The examiner can 
normally be reached on Monday to Friday from 8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Bhavesh Mehta, can be reached on (571) 272-7453. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Bhavesh M Mehta/ 

Supervisory Patent Examiner, Art Unit 2624 

/Manav Seth/ 
Examiner, Art Unit 2624 
June 9, 2008 



